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Notice of Non-responsive Amendment 

The reply filed on 27 March 2006 is not fully responsive to the prior Office Action 
(mailed 22 February 2005) and the Notice of Non-Responsive amendment mailed 25 January 
2006, because of the following omission(s) or matter(s): 

As stated in the prior Notice of Non-Responsive (mailed 25 January 2006), applicant's 
reply omitted remarks/arguments pointing out the specific distinctions believed to render the 
claims (i.e., 12-16), including any newly presented claims (i.e., claims 21-36) patentable over 
any applied references. Applicant's arguments fail to comply with 37 CFR 1 . 1 1 1(b) because 
they amount to a general allegation that the claims define a patentable invention without 
specifically pointing out how the language of each of the pending claims patentably distinguishes 
them from the references (i.e., particularly the reference cited in the claim rejections). 

Furthermore, applicant's arguments do not comply with 37 CFR 1 .1 1 1(c) because they do 
not clearly point out the patentable novelty which he or she thinks the claims present in view of 
the state of the art disclosed by the references cited or the rejections and/or objections made. 
Further, they do not show how the amendments avoid such references or objections. 

Applicant's remarks filed 20 December 2005 do not specifically state the distinctions 
between each of the pending claims and the applied references (i.e., U. S. Patent No. 4,947,524 
to Chang, and U. S. Patent No. 5,697,131 to Hunt. 

Applicant's remarks pertaining to Chang stating where "Chang discloses clip specifically 
desired to hold papers and not particularly geared for the purpose of displaying items. Moreover, 
it exclusively provides for the holding of one set of paper(s) in one location, and does not 
provide for the simultaneous display of multiple items in a substantially contiguous manner" is 
directed to correspond to an intended use of the claimed invention. However, a recitation of the 
intended use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the claim. 

Likewise, applicant's remarks pertaining to Chang stating where "Hunt, discloses a 
money clip desired to hold cash paper bills, and not particularly geared for the purpose of 
displaying items. Moreover, it exclusively provides for the holding of one set of paper(s) in one 
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location as storage, and does not provide for the simultaneous display of multiple items in a 
substantially contiguous manner" is directed to correspond to an intended use of the claimed 
invention. However, a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. (See 37 CFR §1.111 in Appendix to this 
paper.) 

Additionally, applicant has not provided specific locations in the originally filed 
disclosure to support the amended (added) text in the substitute specification received on 20 
December 2005. For example, applicant has not provided specific lines of paragraphs or pages 
in the originally filed written specification that supports the subject matter added in the substitute 
specification. Without a showing of originally supported subject matter, added subject matter 
pertaining to "texturing of either the Front Plate 22 or Back Plate 26 may be accomplished in 
. . and "When rubber bands or strings are used to connect . . . shall be considered as New 
Matter, which is not permitted. 

Since the period for reply set forth in the prior Office action has expired, this application 
will become abandoned unless applicant corrects the deficiency and obtains an extension of time 
under 37 CFR 1.136(a). 

The date on which the petition under 37 CFR 1 .136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the 
corresponding amount of the fee. In no case may an applicant reply outside the SIX (6) 
MONTH statutory period or obtain an extension for more than FIVE (5) MONTHS 
beyond the date for reply set forth in an Office action. A fully responsive reply must be 
timely filed to avoid abandonment of this application. 
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Notice of Non-Compliant Amendment (37 CFR 1.121) 

Applicant's response filed on 27 March 2006 is not fully responsive to the Notice of 
Non-Compliant Amendment (37 CFR 1.121) mailed on 25 January 2006 for the reason's set 
forth below: 

1) Each claim has not been provided with the proper status identifier, and as such the 
individual status of each claim cannot be identified. Note: the status of every claim must be 
indicated after its claim number by using one of the following status identifiers: (Original), 
(Currently amended), (Canceled), (Previously presented), (New), (Not entered), (Withdrawn) 
and (Withdrawn-currently amended). 

As stated in the prior Notice of Non-Compliant Amendment (mailed 25 January 2006); 

1) Claims 1-1 1 were originally filed on 1 1/18/2003, and therefore claims 1-1 1 were 
originally pending; 

2) In applicant's reply filed 7/22/2005, claims 1-11 each were indicated with a status 
identifier of "(Amended)". Applicant had additionally improperly indicated new claims 12-16 
with a status identifier of "amended". However, claims 12-16 each should have been indicated 
with a proper status identifier as "(New)". (See 37 C.F.R.1.121, M.P.E.P. §714, and the USPTO 
website at: http://www.uspto.gov/web/offices/pac/dapp/opal/preognotice/officeflver.pdf ) Asa 
result of the 7/22/2005 reply, claims 1-16 were pending; and 

3) In applicant's reply filed 12/20/2005, instructions were provided to "cancel Original 
Claims 1-11" and submit "New Claims 21-36." Applicant had only provided a listing of claims 
"New" claims 21-36, yet failed to provide a complete listing of all the claims with proper status 
identifiers. 

Therefore, currently claims 1-11 should have been indicated with a status identifier as 
"Canceled" and not having any claim text; and claims 12-32 should have been indicated with a 
status identifier of "New". (See 37 CFR § 1.121 in Appendix to this paper.) 
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TIME PERIODS FOR FILING A REPLY TO THIS NOTICE OF NON-COMPLIANT 
AMENDMENT: 

Applicant is given no new time period if the non-compliant amendment is an after-final 
amendment or an amendment filed after allowance. If applicant wishes to resubmit the non- 
compliant after-final amendment with corrections, the entire corrected amendment must be 
resubmitted within the time period set forth in the final Office action. 

2. Applicant is given one month, or thirty (30) days, whichever is longer from the mail 
date of this notice to supply the corrected section of the non-compliant amendment in 
compliance with 37 CFR 1.121, if the non-compliant amendment is one of the following: a 
preliminary amendment, a non-final amendment (including a submission for a request for 
continued examination (RCE) under 37 CFR 1.1 14), a supplemental amendment filed within a 
suspension period under 37 CFR 1.103(a) or (c), and an amendment filed in response to a Quayle 
action. 

Extensions of time are available under 37 CFR 1.136(a) only if the non-compliant 
amendment is a non-final amendment or an amendment filed in response to a Quayle action. 

Failure to timely respond to this notice will result in: 

Abandonment of the application if the non-compliant amendment is a non-final 
amendment or an amendment filed in response to a Quayle action; or 

Non-entry of the amendment if the non-compliant amendment is a preliminary 
amendment or supplemental amendment. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert J. Sandy whose telephone number is 571-272-7073. The 
examiner can normally be reached on M-F (7:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J.J. Swann can be reached on 571-272-7075. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Robert J. Sandy 
Primary Examiner 
Art Unit 3677 
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APPENDIX 

37 CFR § 1.111 Reply by applicant or patent owner to a non-final Office action. 

(a) 

(1) If the Office action after the first examination (§ 1.104) is adverse in any 
respect, the applicant or patent owner, if he or she persists in his or her 
application for a patent or reexamination proceeding, must reply and request 
reconsideration or further examination, with or without amendment. See §§ 
1.135 and 1.136 for time for reply to avoid abandonment. 

(2) A second (or subsequent) supplemental reply will be entered unless 
disapproved by the Director. A second (or subsequent) supplemental reply 
may be disapproved if the second (or subsequent) supplemental reply unduly 
interferes with an Office action being prepared in response to the previous 
reply. Factors that will be considered in disapproving a second (or 
subsequent) supplemental reply include: 

(i) The state of preparation of an Office action responsive to the previous 
reply as of the date of receipt (§ 1.6) of the second (or subsequent) 
supplemental reply by the Office; and 

(ii) The nature of any changes to the specification or claims that would result 
from entry of the second (or subsequent) supplemental reply. 

(b) In order to be entitled to reconsideration or further examination, the applicant or 
patent owner must reply to the Office action. The reply by the applicant or patent 
owner must be reduced to a writing which distinctly and specifically points out the 
supposed errors in the examiner's action and must reply to every ground of 
objection and rejection in the prior Office action. The reply must present 
arguments pointing out the specific distinctions believed to render the claims, 
including any newly presented claims, patentable over any applied references. If 
the reply is with respect to an application, a request may be made that objections 
or requirements as to form not necessary to further consideration of the claims be 
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held in abeyance until allowable subject matter is indicated. The applicant's or 
patent owner's reply must appear throughout to be a bona fide attempt to 
advance the application or the reexamination proceeding to final action. A general 
allegation that the claims define a patentable invention without specifically pointing 
out how the language of the claims patentably distinguishes them from the 
references does not comply with the requirements of this section. 

(c) In amending in reply to a rejection of claims in an application or patent under 
reexamination, the applicant or patent owner must clearly point out the patentable 
novelty which he or she thinks the claims present in view of the state of the art 
disclosed by the references cited or the objections made. The applicant or patent 
owner must also show how the amendments avoid such references or objections. 
[46 FR 29182, May 29, 1981; para, (b) revised, 62 FR 53131, Oct. 10, 1997, 
effective Dec. 1, 1997; paras, (a) and (c) revised, 65 FR 54604, Sept. 8, 2000, effective 
Nov. 7, 2000; para, (a)(2) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003] 



« 
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§ 1.121 Manner of making amendments in application. 

(a) Amendments in applications, other than reissue applications . Amendments in applications, 
other than reissue applications, are made by filing a paper, in compliance with § 1.52, directing 
that specified amendments be made. 

(b) Specification other than the claims and listings provided for elsewhere ( § § 1 .96 and 
1.825).— 

(1) Amendment by instruction to delete, replace, or add a paragraph. 

Amendments to the specification, other than the claims and listings provided for elsewhere (§§ 
1.96 and 1.825), may be made by submitting: 

(1) An instruction, which unambiguously identifies the location, to delete one or more 
paragraphs of the specification, replace a deleted paragraph with one or more replacement 
paragraphs, or add one or more paragraphs; 

(ii) Any replacement or added paragraph(s) in clean form, that is, without markings to indicate 
the changes that have been made; and 

(iii) Another version of any replacement paragraph(s), on one or more pages separate from the 
amendment, marked up to show all the changes relative to the previous version of the 
paragraph(s). The changes may be shown by brackets (for deleted matter) or underlining (for 
added matter), or by any equivalent marking system. A marked up version does not have to be 
supplied for an added paragraph or a deleted paragraph as it is sufficient to state that a particular 
paragraph has been added, or deleted. 

(2) Amendment by replacement section . If the sections of the specification contain section 
headings as provided in §§ 1.77(b), 1.154(b), or § 1.163(c), amendments to the specification, 
other than the claims, may be made by submitting: 

(i) A reference to the section heading along with an instruction to delete that section of the 
specification and to replace such deleted section with a replacement section; 

(ii) A replacement section in clean form, that is, without markings to indicate the changes that 
have been made; and 

(iii) Another version of the replacement section, on one or more pages separate from the 
amendment, marked up to show all changes relative to the previous version of the section. The 
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changes may be shown by brackets (for deleted matter) or underlining (for added matter), or by 
any equivalent marking system. 

(3) Amendment by substitute specification . The specification, other than the claims, may also 
be amended by submitting: 

(i) An instruction to replace the specification; 

(ii) A substitute specification in compliance with § 1.125(b); and 

(iii) Another version of the substitute specification, separate from the substitute specification, 
marked up to show all changes relative to the previous version of the specification. The changes 
may be shown by brackets (for deleted matter), or underlining (for added matter), or by any 
equivalent marking system. 

(4) Reinstatement : Deleted matter may be reinstated only by a subsequent amendment 
presenting the previously deleted matter. 

(c) Claims. — 

(1) Amendment by rewriting, directions to cancel or add . Amendments to a claim must be 
made by rewriting such claim with all changes (e.g., additions deletions, modifications) included. 
The rewriting of a claim (with the same number) will be construed as directing the cancellation 
of the previous version of that claim. A claim may also be canceled by an instruction. 

(i) A rewritten or newly added claim must be in clean form, that is, without markings to 
indicate the changes that have been made. A parenthetical expression should follow the claim 
number indicating the status of the claim as amended or newly added (e.g., "amended," "twice 
amended," or "new"). 

(ii) If a claim is amended by rewriting such claim with the same number, the amendment must 
be accompanied by another version of the rewritten claim, on one or more pages separate from 
the amendment, marked up to show all the changes relative to the previous version of that claim. 
A parenthetical expression should follow the claim number indicating the status of the claim, 
e.g., "amended," "twice amended," etc. The parenthetical expression "amended," "twice 
amended," etc. should be the same for both the clean version of the claim under paragraph 
(c)(l)(i) of this section and the marked up version under this paragraph. The changes may be 
shown by brackets (for deleted matter) or underlining (for added matter), or by any equivalent 
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marking system. A marked up version does not have to be supplied for an added claim or a 
canceled claim as it is sufficient to state that a particular claim has been added, or canceled. 

(2) A claim canceled by amendment (deleted in its entirety) may be reinstated only by a 
subsequent amendment presenting the claim as a new claim with a new claim number. 

(3) A clean version of the entire set of pending claims may be submitted in a single 
amendment paper. Such a submission shall be construed as directing the cancellation of all 
previous versions of any pending claims. A marked up version is required only for claims being 
changed by the current amendment (see paragraph (c)(l)(ii) of this section). Any claim not 
accompanied by a marked up version will constitute an assertion that it has not been changed 
relative to the immediate prior version. 

(d) Drawings . Application drawings are amended in the following manner: Any change to the 
application drawings must be submitted on a separate paper showing the proposed changes in red 
for approval by the examiner. Upon approval by the examiner, new drawings in compliance with 
§ 1.84 including the changes must be filed. 

(e) Disclosure consistency . The disclosure must be amended, when required by the Office, to 
correct inaccuracies of description and definition, and to secure substantial correspondence 
between the claims, the remainder of the specification, and the drawings. 

(f) No new matter . No amendment may introduce new matter into the disclosure of an 
application. 

(g) Exception for examiner 's amendments: Changes to the specification including the claims, 
of an application made by the Office in an examiner's amendment may be made by specific 
instructions to insert or delete subject matter set forth in the examiner's amendment by 
identifying the precise point in the specification or the claim(s) where the insertion or deletion is 
to be made. Compliance with paragraphs (b)(1), (b)(2) or (c)(1) of this section is not required. 

(h) Amendments in reissue applications. Any amendment to the description and claims in 
reissue applications must be made in accordance with § 1.173. 

(i) Amendments in reexamination proceedings : Any proposed amendment to the description 
and claims in patents involved in reexamination proceedings in both ex parte reexaminations 
filed under § 1.510 and inter partes reexaminations filed under § 1.913 must be made in 
accordance with § 1.530(d)-(j). 
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(j) Amendments in provisional applications: Amendments in provisional applications are not 
normally made. If an amendment is made to a provisional application, however, it must comply 
with the provisions of this section. Any amendments to a provisional application shall be placed 
in the provisional application file but may not be entered. 

[32 FR 13583, Sept. 28, 1967; 46 FR 29183, May 29, 1981; para, (e), 49 FR 555, Jan. 4, 1984, 
effective Apr. 1, 1984; revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; revised, 65 
FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para, (i) revised, 65 FR 76756, Dec. 7, 2000, 
effective Feb. 5, 2001] 



